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IN THE UNITED STATES 1RATENT AND TRADEMARK OFFICE 



i 



Applicant: 
Serial No.: 
Filing Date: 
Title: 



Algirdas A- Underys 

08/991,113 

December 16, 1997 

Heat Treatment Method and 
Apparatus 




Attention: tJ 

Primaiy Examiner ^ ^) 
Wysxoniiersfci 

Group 1742 



The Honorable Commissioner 
of Patents and Trademarks 
Washington, DC 20231 



ON REMAND 
FROM THE BOARD 
(Formerly, and we believe still, 
Appeal No. 10,359) 



p F m Apyq - ttttSFONSi w, Tfi .TANIIAWY 6. 2003 Q1TFK7E ACTION 

The Examiner's basic contention, which ip common to bis rejection of claims 15, 4, 

6, 7, 16, 17 and 19, is set out in lines 10 and 1 1 in his paragraph "2 ■ on page 2 (really the 

third page) of his January 6, 2003, Office Actioji, as follows: 

«... it appears that carrying out any pnjcess as defined in the *S85 claims would 
necessarily produce a result in which onj> also carries out the process as defined by 

i 
i 

the present claims." j 

I 

We do not believe this contention to be sustainable because (1 ) it is so vague as to be 

i 

incapable of forming an understandable proposition, and (2) assuming it is construed to set 

i 

out a comparison of processes, it is factually erroneous. 

(1) the words "... carrying out any process as ... in ... '8S5 claims would ... produce 
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aresult... which ...also carries out the process ... (in) *e pn«ent claixns." is not susceptible 
ofaprecisemeatung. It is not understood how a 'result" which flows from a first process 
can cany out a second process; results do not "cany out" processes. 

Applicant has no desire to be considered querulous or technical by the Examiner, but 
applicant respectfully contends that the Examiner's statement is unclear at the core of his 
position, and therefore the Examiner is respectfully requited to review and clarify the above 
quoted words in understandable language that is capable of being logically disputed. 

(2) On the assumption that the Examiner meant that a person practicing any of the 
•885 processes would inherently carry out the processes of the application claims, his 

contention is erroneous. 

A person carrying out me broadest of the '885 claims will produce a die block having 
two distinct zones of hardness: a first zone of two inches in depth which is a "softened" and 
"easiry machineable" "shank portion", and a second zone, the balance of the die block, 
"whose initial prehardened condition is unchanged". 

By contrast, a person carrying out broad claim 15 of the present application will 
produce, in a rod or a bar or a block (any block, not just a die block* a final object which has 
a u niform hardness throughout its entire mass due to processing in a conventional "heat 
treatment furnace". That resulting raita hardness may be soft, hard, quenched and 
tempered, stress relieved or any of the other specialized conditions known in the art, but it 
will be uniform throughout the entire mass due to heat treatment furnace processing. 

Since there is no similarity between claim 1 of the 4 885 patent and broad claim 15 of 
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ifaisapphcation,^ 

Heath, Fielding, Erickson ct al, Crossley or Westerberg et al to the base rejection. 

AppKcmt has reviewed with care the Examines position set out in paragraph "6." on 
-page 4" of the Office Action but maintains that applicant's positions on all of sub-parts "a)" 
through "e)« thereof are persuasively controverted in pages 2-10 of its 17 October 2002 
Amendment. 

We must comment on the unfairness to applicant, from a legal point of view, of the 
subject double patenting rejection. 

On December 16, 1997, the applicant herein filed this application on the use of 
inflated energy in the conventional furnace process of heat treating, a marked departure over 
the gas jet process which is over 100 years old. 

Months thereafter, the applicant and a co-worker, Charles Finkl, concluded mat 
infrared energy was a significant improvement over the dangerous decades old molten salt 
bath process for conditioning a small portion, the shank portion, of a die block for the 
purpose of softening it so it may be easily machined in order to form a mounting shank (see 
21 in Figure 4 of the '885 patent). They filed an application on this specific step forward in 
the mounting shank art more than nine months flfier the instant application was filed. 

That later filed specie-type shank treatment application (which co-pended over 43 
months with the instant application) issued as patent 6,398,885 and is now the basis of a 
rejection of a dissimUar and much broader concept filed nine months ejjrJier. The offered 
option of a terminal disclaimer, which recognizes that a patentable distinction exists between 
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the two apportions, in no way compensates applicant for the 3-5 years of existence of the 
patent which will issue on this application beyond the '885 expiration. The patent which 
will issue on this application will cover literally dozens of procedures in the steel industry 
which ate art recognized as significantly distinct from the highly specialized art of softening 
of the shankportion of a prehardened die block, said highly special!^ art representing less 
than .1 of 1% of all steel industry products and processes. 
Withdrawal of the rejection is respectfully requested 

Respectfully submitted 
A. Finkl & Sons Q 

f Ja^ies G. Staples 

A. Finkl & Sons Co. 
2011 North Southport Avenue 
Chicago, 1L 60614 
(773) 975-2235 
(773) 975-2636 (fex) 
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